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Examiner 

Zachariah Lucas 



Applicant(s) 

JINETAL 



Art Unit 

1648 



- ThQ MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONf H(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, hiay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is ispecified above, the mawmum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
. - - Failure to reply within the set or extended period for reply vvill, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

' - Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)1^ Responsive to communicatioh(s) filed on 08 ^awa/Y 2003 . 

,2a)n This action is FINAL. 2b)l3 This action is non-final. ' 

. 3)D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex pa/te Qt/ay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 7-26 is/are pending in the application. 

4a) Of the above claim(s) 7.3-72. 14-1 7 and 19-24 is/are withdrawn from consideration. 

5) [~) Claim(s) is/are allowed. 

6) 13 Clalm(s) 78 is/are rejected. 

7) 13 Claim(s) 2.73.25 and 26 is/are obiected to. 

8) D Claim(s) are subjiect to restriction and/or election requirement. 
Appiication Papers 

S)I3 The specification is objected to by the Examinei-. ^ ' 

16)P The drawihg(s) filed on is/are: ajD accepted or b)E] objected td by the Examiner. 

Applicant may hot request that any objection to the drawing(s) be held in abeyance: See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: 3)0 approved b)[~] disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. . 

12) 0 The oath or declaration is objected to by the Examiner. / 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1^^ 

a)nAII b)\J Sdme*c)D None of: 

1 .□ Certified copies of the priority documents have been received, 

2.n Certified copies of the priority documents have been received in Application No. . . 

3.IZ] Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) [II Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/br 121 . 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) Q Interview Surfimary (PTO-4i3) Paper No(s), . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 
3j Q Information Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) Q Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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Part of Paper No. 28 
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Art Unit: 1648 

DETAILED ACTION 



Status of the Application 

1 . * In this appiiGatiori, clainis 1-26 are pending. Claims 2, 13, 18, 2'5, and 2'6 are pending and 
under consideration. Claims 1, 3-12, 14-17, and 19-24 have been withdrawn from consideration 
as to non-elected ihveritions. \ 

2. A Final Rejection (the prior action) was mailed in the application oii February 6, 2001 . 
The case was abandoned on Septeniber 25, 2001, and a petition to revivei as granted on May 7, 
2002. The current action is in response to a Request for Contihued Ex^riation filed September 
'5, 2002, dhd a Response filed on , 

3 . The Art tliiit locatibn of your application, and the examiner to whom the case has been 
docketed in the USPTO has changed. To aid in correlating any pajpers for this application, all 
further correspondence regarding this appHcation should be directed to Examiner Zachariah 
Lucas in Art Unit 1648. 

Inventorship 

4. In view of the papers filed on September 5, 2002, it has been found that this non- 
provisional application, as filed, through error and without deceptive inteiit, improperly set forth 
the inventorship, and accordingly, this application has been corrected in compliance with 37 
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GFR 1.48(a). The inventdrship of this application has been changed by addiiig, as inventors, 
David Kirkwood Clarke, arid Peter Pa^^^^ 

. The application will bfe forwarded to the Office of initial P^^^^ 
issuance of a.coirected filiiig receipt, and correction of the file jacket and PTO PALM data to 
reflect the inventorship as corrected. 

' ' ■ ' ' . ^ Priority : : " •■i' ' 

■5. The Applicant's amendnJent of the ap^^^^ ' 
^Application 60/066;i53,'filed on Septeinbef 26, 1997 is noted. As the applic^t points out, 
because this appUcatioh was filed prior to November 29, 2000, the provisions 6f 37 CFR § 
:i .78(a)(3) do hot apply: As such, arid in view.of the submission of the request t6 correct , v 
inveritofship as indicated above, the applicarit is beirig accorded priority to the idientified ' ' 
provisional application. • , . . ' - . 

6. (New Objectioii) this application filed under former 37 CFR 1 .62 lacks the necessary 
refereriCe to the prior appUcatibn. A statement readirig' ''This is a (Divisional/Continuatiori/CIP- 
choose the appropriate descrijjtibn) of Application No. 08/316,439, filed Septeniber 3t), 1994 - 
(nbwU.S. Patent No. 5,840,520)." should be entered.foUowirig. the title bfthe; invention or as the 
fir^t sentence of the specification. 



Drawings 
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ArtUiiit: 1648 : . 

7; (Prtor Objectipn^Withdrawh) The drawings were objected to in the prior action . 

because neither the drawings, hbr the Description of the Drawings, pi-ovided isequence 

identification numbers for the sequences disclosed tlierein/ln view of the amendments to the 

Description of the t)f awings rriade in the response filed September 5, 2002, this objection is 

withdrawn. ' . / : ' 

' Specification / . ^ 

8.^ (PriorObjectibi^W^ specificatioiiw^-ol^ecMb in thep 

beeause^it did not provide sequence identification numbers for the siisquerices disclosed thereiii; 
In vi6w of the amentoeiits to the Description of the Drawings made iii the response filed r 
' September 5, 2002- this bbjeetioiri^^^ \ ' . . * ' ^ / ^ 

' ClainiOfbjedtions^^^^: ^ ^^^^^^^^^^ ^ : ^ 
^*9. (Prior Ob jection^W^ 2, 13, and 18 were Objected to because of the 

; following itiformalities: the Ml name of the Resp^^^ 
IM*ovided m the claims up5h ;the fifs^ instance of use of the tferrh RS^. In view of the 
; Ariiendfteits made in the res^^ 

10 O^ew Objection) Claim 2 is objected to because ohhe Mowing infoimalities: on line . 
3 ofthe claim, it describes "an RSV RNA comprising sequences " The clairii shouldread -- ah 
RSV RNA comprising sequence--. Appropriate correction is required. 
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Double Patenting 

11 . (Prior Riejection- Withdrawn) Claim 2 was provisionally rejected in the prior action 
under the judiciaily created doctrine of obviousness-type double patenting as being uiipateritable 
. bver claimlS of co-pending application 09/368,076. It is noted that claim 15 has been cancelled 
from the copending application. In view of this, the present obviousness type double patenting 
rejection is hereby withdrawn. 

Claim Rejections -35 use §112 
\2. The followmg is a quotation of the second paragraph of 3 5 U.^ 

, The specification shall conclude with one 6 
subject matter which the applicant regards as his invention. 

13. (New Rejection) Claim 18 is rejected under 35 U.S.C. 1 12, second paragraph, as being . 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
apphcaiit regards as the invention. It is unclear what is meant by the phrase "in which the mRNA 
coding sequence encodes G and F genes. . this is because polynucleotides encode 
polypeptides, and not other polynucleotides. It appears that the claim should read on the claimed 
invention "wherein the mRNA coding sequence encodes G and F proteins ; ! . " 

Claim Rejections -35 use §102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was known or used by others in this counti-y, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the apphcant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



15. ' (Prior Rejection- Withdrawn) Claims 2, 13, and 18 were'rejected in the prior action 
under 35 U.S.C. 102(b) as being anticipated by Collins et al., WO 97/12032. The applicant 
traverses this rejection on the grounds that the application has been amended such that it how 
clairhs priority to prior application 08/3 16,439, which was filed on September 30, 1994. The 
applicant argues that in view of the amendment, the current apphcation now has priority that 
predates the cited reference. 

16. (Prior Rejection- Withdrawn) Claimis 2 and 13 were rejected in the prior action under 
35 U.S.C. 102(b) as being anticipated by Collins et al., PNAS 92: 1 1563-1 1567 (1995), ' 
hereinafter Collins 1995. The apphcant traverses this rejection on the grounds that the 
apphcation has been amended such that it now claims priority to prior apphcation 08/316,439, 
which was filed on September 30, 1994. The apphcant argues that in view of the amendment, the 
current apphcation now has priority that predates the cited reference. 

. Claim Rejections -35 use §103 

17. The fohowing is a quotation of 35 U.S.C. 103(a) which forms the basis for aU 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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18. (Pfior Rejection- Withdrawn) Claim 18 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Collins 1995. The applicant traversed this rejection' on the same basis as 
discussed above. As the traversal was found persuasive, the rejection is withdrawn. 

Conclusion 

19. The subject mater of claims 2, 13, 25, and 26 appears to be free of the prior art. Claims 
i3, 25, and 26 are objected to as dependant on acclaim that has been objected to. 

. 20. Any inquiry concerning this communication of earlier communications from.the ■ 
examiner should be directed to Zachariah Lucas whose telephone niimber is 703-308-4240. The 
exairiiner can normally be reached on Monday-Friday, 8 am to 4: 30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner ' s 
supervisor, James Housel can be reached on 703-308-4027. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4242 for regular 
communications and 703-872-9307 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
shoiild be directed to the receptionist whose telephone number is 703-30i8-01 96. 



Lucas 



Patent Examiner 
April 14, 2003 



